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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Jean-Claude Basset 

Ser. No.: 09/980,389 

Filed: November 29, 2001 

PCT No.: PCT/FR00/01 464 

IntI Filing: May, 29, 2000 

For: Communication Installation for Collective Data Reception 

RENEWED PETITION UNDER 37 CFR 1.47(b) FOR ACCEPTANCE OF 
APPLICATION WITHOUT PARTICIPATION OF INVENTOR 



Hon. Assistant Commissioner for Patents 
15 Washington, D.C. 20231 

Sir: 

Responsive to the Decision to the Petition under 37 CFR 1 .47(b) dated 
20 May 14, 2003, the following Renewed Petition is hereby submitted. A Petition 
for Extension of Time, extending the deadline for responding to the Decision 
to expire on November 14, 2003, is attached herewith. 



The Decision notes that the previous Petition fails to: 

1 . provide an affidavit or declaration of the facts upon which the 
conclusion that Mr. Basset refused to execute the application papers; 



2. provide an oath or declaration that states the relationship of the 
30 person making the declaration to the inventor; 

3. provide evidence of ownership per 37 CFR 3.73(b)(1); and 

4. provide evidence of applicant's sufficient proprietary interest in 
35 the application. 

The following Exhibits are attached in support of the Renewed Petition: 

G. declaration by Frederique Dersoir, Foreign Filing Manager, 

40 Thomson Inc., of the facts upon which the conclusion that Mr. Basset refused 
to execute the application papers is based; 

H. declaration signed by Joseph S. Tripoli, Senior Vice President 
Thomson Multimedia Licensing, Inc., on behalf of Thomson Multimedia Digital 

45 France, for Mr. Basset, wherein the required relationship is indicated on the 
declaration; 

I. statement, and translation, from the Human Resources 
Manager of Thales e-Transaction, S.A., attesting that Mr. Basset was 

50 employed by the company, which was formerly called D.A.T., from the period 
September 19, 1973 to May 7, 2000; 
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J. statement, and translation, from the Human Resources 
Manager of Thales e-Transaction, S.A., attesting that Thales e-Transaction, 
S.A., was previously called Electronique Marcel Dassault, and D.A.T.; 

K. copy, and translation, of the offer of employment by which Mr. 
Basset was employed by Electronique Marcel Dassault; 

L. copy of French Law, Article L61 1-7, pertaining to the right of title 
10 to Industrial Property; 

M. declaration by Brigitte Ruellan, a licensed French Patent 
Attorney and European Patent Attorney, attesting that in her expert opinion, 
under French Law, in view of Article L61 1-7 and the exhibits presented in the 
15 Petition and the Renewed Petition, D.A.T. acquired sufficient proprietary 
interest in the present patent application; and 

N. certified copy of the priority document, and the translation of the 
document, evidencing that the priority document is the same as the present 
20 application. 

With regard to item (1), the necessary declaration is submitted as 
Exhibit G. 

25 With regard to item (2), the necessary declaration is submitted as 

Exhibit H. Section 409.03(b) of the MPEP states that 

The 37 CFR 1.47(b) applicant must make the oath required by 37 cfr 1.63 
and 1 .64 or 1 .175. Where a corporation is the 37 cfr 1.47(b) applicant. 

30 an officer (President, Vice-President, Secretary, Treasurer, or Chief 

Executive Officer) thereof should normally sign the necessary oath or 
declaration. A corporation may authorize any person, including an 
attorney or agent registered to practice before the U.S. Patent and 
Trademark Office, to sign the application oath or declaration on its 

35 behalf. Where an oath or declaration is signed by a registered attorney 

or agent on behalf of a corporation, either proof of the attorney"s or 
agent's authority in the form of a statement signed by an appropriate 
corporate officer must be submitted, or the attorney or agent may 
simply state that he or she is authorized to sign on behalf of the 

40 corporation 

As stated in the Petition filed on July 17, 2002, in view of Exhibit F, 
Joseph S. Tripoli is authorized to sign requisite documents in proceedings 
concerning this patent application on behalf of Thomson Multimedia Digital 
45 France. In view of the above, it is submitted that the statement of relationship 
is satisfied by the indication that Joseph S. Tripoli is an officer authorized to 
sign on behalf of Thomson Multimedia Digital France. 

With regard to items (3) and (4), it is submitted that Exhibits l-N satisfy 
50 the requirement of providing evidence of ownership or sufficient proprietary 
interest. 



2 



PATENT 
SCP061817 



Section 409.03(f) of the MPEP states: 

If the invention has not been assigned, or if there is no written 
agreement to assign, the 37 cfr i.47fb) applicant must demonstrate 
5 that he or she otherwise has a sufficient proprietary interest in the 

matter. 

A proprietary interest obtained other than by assignment or agreement 
to assign may be demonstrated by an appropriate legal memorandum 
to the effect that a court of competent jurisdiction (federal, state, or 

10 foreign) would by the weight of authority in that jurisdiction award title 

of the invention to the 37 cfr 1.47(b) applicant. The facts in support of 
any conclusion that a court would award title to the 37 cfr 1 A7(b) 
applicant should be made of record by way of an affidavit or 
declaration of the person having firsthand knowledge of same. The 

15 legal memorandum should be prepared and signed by an attorney at 

law familiar with the law of the jurisdiction involved. A copy (in the 
English language) of a statute (if other than the United States statute) 
or a court decision (if other than a reported decision of a federal court 
or a decision reported in the United States Patents Quarterly) relied on 

20 to demonstrate a proprietary interest should be made of record. 



As indicated by Exhibits l-N, it is submitted that under French Law 
D.A.T. acquired sufficient proprietary interest in the priority document. It is 
also submitted that in view of Exhibit E, which was submitted with the Petition 

25 filed on July 17, 2002, Petitioner has proprietary interest in the priority 
document, and the present application. Regarding the rights in the PCT 
application, Exhibit E, clause 2.1, paragraph 9, states "patent applications' 
shall mean French patent applications as listed in Annex 1C, as well as anv 
future patent applications filed abroad , whether or not they are subject to the 

30 priority of the said French patent applications, (emphasis added)" In view of 
the above, it is submitted that Petitioner has sufficient proprietary interest in 
the PCT application and the present application. 

As indicated by Exhibit N, the disclosure of the priority document is the 
35 same as the present invention. 

Regarding 37 CFR 3.73 (b), Petitioner respectfully submits that the 
statement is not applicable to, and need not be submitted in the present 
application since there is neither a recorded assignment from the inventor nor 
40 a recorded chain of title for this application. 
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In view of the above, it is respectfully requested that the present 
Renewed Petition be granted and that the enclosed Declaration document 
executed by Joseph S. Tripoli be accepted as satisfying the requirements of 
5 37 C.F.R. 1 .497(a) and (b), and that the subject Patent Application be made 
on behalf of J.C. Basset. 

Please charge the fee associated with this Petition to Deposit Account 
07-0832. Should any questions arise regarding any of the above, the 
10 Examiner is requested to contact the undersigned at 609-734-681 5. 




Respectfully submitted 



15 



Paul P. Kiel 
Attorney for Applicant 
Registration No. 40,677 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Jean-Claude Basset 
Ser. No.: 09/980,389 
Filed: May 29, 2000 

For: COMMUNICATION INSTALLATION FOR COLLECTIVE 

DATA RECEPTION 

DECLARATION 



10 Hon. Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

I, Frederique Dersoir, declare the following. 

15 I am a Foreign Filing Manager for Thomson, S.A., in Paris, France. I have 

been employed as the Foreign Filing Manager for Thomson, S.A. for the past seven 
years. My duties as the Foreign Filing Manager include preparing and forwarding to 
Foreign Patent Agents instructions and documents for filing new patent applications, 
and obtaining the necessary signatures for documents required for foreign filing. 

20 I handled the processing of the inventor's declaration for the present 

Application. As shown in Exhibit A, I sent e-mails to Mr. Basset on November 28, 
2001, December 13, 2001, and December 18, 2001, requesting that Mr. Basset sign 
and return the declaration. Mr. Basset's response to my e-mail requests is included in 
Exhibits A and B. I also prepared and sent, on January 15, 2002, via registered mail, 

25 the letter shown in Exhibit C. I subsequently prepared and sent, on March 19, 2002, 
via registered mail, the reminder letter shown in Exhibit D. Proper receipt of the letter 
sent March 19, 2002, is evidenced by the signed receipt. I have not received a 
response to either registered letter. In view of the fact that numerous requests have 
been made to Mr. Basset, that Mr. Basset has acknowledged our e-mail requests and 

30 received our registered letters, and that Mr. Basset while responding to the earlier e- 
mail requests has not responded to our letters, I believe that Mr. Basset has evidenced 
an unwillingness to sign the requested documents. 
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Frederique Dersoir, 
Foreign Filing Manager 
European Patent Operations 
Thomson, S.A. 
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THALES e-TRANSACTIONS 

9 t rue Elsa Triolet - Zl des GStines - BP 13 

78373 Plaisir Cedex 

FRANCE 

Tel. : +33 (0)1 30 81 20 00 
Fax : +33 (0)1 30 55 19 31 
www.thalesgroup.com 



Je soussignee Florence GALLOIS, Responsable Ressources Humaines de 
Thales e-Transactions S.A., certifie que Monsieur Jean-Claude BASSET a bien ete 
employe par la Societe denommee alors Dassault AT., du 19 septembre 1973 au 
7 mai 2000. 



Fait a Plaisir, 

Le 26 novembre 2002 



THALES e-TRANSACTIONS S.A. 
S.A. au capital de 30 600 000 Euros 
RCS Versailles B 380 248 609 



ATTESTATION 




% % 

THALES 



T HALES e-TRANS A CTIONS 

9, rue Elsa Triolet - 21 des GStines - BP 13 

78373 Plaisir Cedex 

FRANCE 

Tel.: +33 (0)130 81 20 00 
Fax: +33 (0)1 30 55 19 31 
www.thalesgroup.com 



CERTIFICATE 

I, the undersigned Florence GALLOIS, Human Resources Manager at Thales e-Transactions S. A., certify 
that Mr Jean-Claude BASSET was employed by the Company at the time called Dassault AT., from 19 
September 1973 to 7 May 2000. 



[signature] 
Plaisir, 

26 November 2002 



THALES e-TRANSA CTIONS S.A. 

Limited liability company with a capital of 30,600,000 Euro 

RCS Versailles B 380 248 609 




EXHIBIT H 



Exhibit J 



I, Cli ve Edward MANN B A, 

translator to RWS Group pic, of Europa House, Marsham Way, Gerrards Cross, 
Buckinghamshire, England, hereby declare that I am conversant with the English and French 
languages and am a competent translator thereof. I declare further that to the best of my 
knowledge and belief the following is a true and correct translation of the accompanying 
document in the French language. 



Signed this 6th day of February 2003 




C. E. MANN 



For and on behalf of RWS Group pic 



THALES 



THALES e-TRANSACTIONS 

9, rue Elsa Triolet - 71 des Gatines - BP 13 

78373 Plaisir Cedex 

FRANCE 

Tel.: +33(0) 130 8120 00 
Fax: +33(0) 1 30 55 19 31 
www.thalesgroup.com 



CERTIFICATE 

I, the undersigned Florence GALLOIS, Human Resources Manager at Thales e-Transactions S.A., certify 
that the name of our company has successively been: 

Electronique Marcel Dassault, 
becoming Electronique Serge Dassault, 
Dassault Electronique, 

Dassault Automatismes et Telecommunications, 
and now Thales e-Transactions S. A. 



Plaisir, 

3 February 2003 

[signature] 



THALES e-TRANSACTIONS S.A. 

Limited liability company with a capital of 30,600,000 Euro 

RCS Versailles B 380 248 609 



Fax"' en is pa* : 33 1 38 81 ZlT^6~^H THALES E TRANSftC TC 



TH ALES 



THALES ©-TRANSACTIONS 

9. rue Eisa TrioM - 21 <to» Gfttinee * BP 13 

78373 PiafeirCedex 

FRANCE 

Tel. : *33 (0)1 30 81 20 00 
Fax ; +33 (0)1 30 S5 19 31 
ww*.thate69roup.com 
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ATTESTATION 

Je soussign^e Florence GALLOIS, Responsable Ressources Humaines do 
Thales e-Transactfons S.A., certffie que la denomination de notre societe a 6te 
successivernent : 

- Electronique Marcel Dassault 

- devenue Electronique Serge Dassault, 

- Dassault Electronique, 

- Dassault Automatismes et T6l6communications, 

- et actuellement Thales e-Transactions SA. 



Fait a Plaisir, 
Le3fevrier 2003 



THALE8 e-TRANSACTIONS 3A 
SA au capftaf de 30 GOO 000 Euros 
RCS Versailles B 380 248 609 
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Fa^ era is pa^ : 33 1 30 81 28 Z?^^^fc THALES DIR GENERAL E ij|Bg^0Z " ^1S:SS "^Prfi " 1 ^zAtf ' £4/ 
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EXHIBIT I 



ELECTRONIQUE MARCEL DASSAULT 

Sordid Ancmymc a* Capiial de 25 000 000 F 
55. gPII UUUOl > 922U-SAIBT.C10DD . T^L 602.60,00 

Atf'fttst ?fi*B- : ULCIftOD4$S/,lU7 IcUx . 25./S7f - t*. M. 0. SClOU Sctte Po*4*le K" 41. K*? U - St -Cieud 



Service du Personnel SainoOUrad, J«I9 Septembre * 

GD/SC 4. 921 



Monsieur Jeat*~Cla*»de BASSET 
©oaeiarn- 11,209 84. rue Verged 

1SQ13 PA3UC 



Kf <moleutr» 

Nwa 9voa$ le plaieir votte iafoxmex qtus n<ms 6«mme« dispoede 
& vou9 engager & l«BI*KCTRONIQtJE IdAkCEL DASSAULT^ en <fu*lit* I 

anac appcd at&aaeafca menawel* at forfaitairea de MHMHBHBBVf&AJ$C9 

(■■■r^e), eue xwrtion d*boraira» mm reserve da rtfetkltat a*tf e^ai**** da 
lSwswnefl magical 4*aaage qua vawe evurez & passer vltlfteniomett ot am plfte terd 
1* Je*r da vote* eatrde am foaetioae. 



X>e votre rdmu*£ratieA eeront & dddaire* jitar lee parte voaa iocomhant, 
lee caUeatioxta prdvuee a* titre dec divers regimes applicable* ( Sdcwitd 8oclale» 
A. 8. S. E.D.I. C. > l.F. E. C,A* etc* . . )» da fait dee diepoeitioas ldgalea* caaveaaticm* 
nellee oo propree & la Socidtt, 

II eat biea eatteadu que lee troia premiere mode de votre prtfseace eeront 
cesteiddrtfa ccanme pe*riode d'eaeai au ccmre de latquelle chaen&o dee parties poarm 
repreadre ea libertd eelea lea modalit^e de l'Artlde ft de la Convention Collective? da 
13 Mare 1972. 

L'Entrepriee travaillaixt pre ©que exclufilvemeixt pour ia Ddfease Na.tioaale* 
V engagement jae eera ddfinitif qa'apree accord de la Delegation MisdateSrielle po**r 
lVArmeroeat. 



ees "i AVi^L«tiijfe copy 



W 41W 



iFay em is par : 33 1 30 81 Z8 ZT^^K THflLES DIH GEMEKALE ^^B^aZ 15-*55 Par: 3^4 



GD/SC * »• 4 # 521 



2 - 



Voue prendress vos fonctlons dbs que possible et au plus tard le 
MARDI 2 JANVIER 1974. 

Noue vous demandoufi de nous faire connaftre votre acceptation & ces 
conditions avant le IS OCTGBRE 197 J, ainsi que la date approximative de votrd eatrte 
ea f dictions, en nous retournant le doable de la pr£eente lettre d*t<» eigntf et revfetu 
de la mention msnnscfrite "Lai et Approov<". 

Nous vmis prions d*agr£er, Monsieur* l 1 expression de nos dentimente 

dlBtingu£e» 

U'-p,. , ©irecteur Gtfatfral Adjoint, 




£0, * 

TJit €Dce*nplalx>© de la prtfsente lettre & noue retourner datl et revdtu de votre 
signature pr^cldtfe do la mention xnanitscrite M Lu et Apprauvtf". - 



BEST AVAILABLE COPY 
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ELECTRONIQUE MARCEL DASSAULT 

Societe Anonyme with a Capital ofFF 25,000,000 
55. OUAI CARNOT 92214 - SAINT-CLOUD TEL. 602.50.00 

Personnel Department Saint-Cloud, 19 September 

GD/SC - No. 4.52 1 

' Mi; Jean -Claude BASSET 

File No. 1 1.209 . 84, rue Vergniaud 

75013 PARIS 



Dear Sir, 

We are pleased to inform you that we wish to offer you the post at ELECTRONIQUE 
MARCEL DASSAULT of: 

" Position III A EN G INEER " 

for a monthly flat-rate salary of FRANCS ( francs), without hours 

being stipulated, subject to your passing the usual medical examination which you must take in 
due course and no later than the day you start work. 

On the basis of legal, contractual or internal provisions, contributions specified under the 
various applicable regulations (Social Security, A.S.S.E.D.I.C. [Association for Industrial and 
Commercial Employment], I.P.E.C.A. [Provident Institution for Aeronautical Construction 
Companies], etc.) shall be deducted from your pay in the proportions payable by you. 

It is understood that the first three months you are at the company will be regarded as a trial 
period during which each of the parties may freely withdraw from the contract according to the 
terms of Article 5 of the Collective Agreement of 13 March 1972. 

As the company works almost exclusively for National Defence, the appointment will only be 
final after agreement by the Ministerial Delegation for Armaments. 

You are to start work as soon as possible and no later than TUESDAY 2 JANUARY 1974. 

Please let us know whether you accept under the above terms by 15 OCTOBER 1973, and the 
approximate date you will be able to start by returning the copy of this letter dated, signed and 
bearing the written words "Read and Approved". 

Yours faithfully, 

Assistant Managing Director 
Read and Approved B. LABEY 

[Signature] [Signature] 
Paris, 10 October 1973 

Enclosed: 

A copy of this letter to be returned dated and bearing your signature after the written words 
"Read and Approved". 



BEST AVAILABLE COPY 
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INTELLECTUAL PROPERTY CODE (Legislative Part) 



EXHIBIT J 



Second part; Industrial property 

Book VI; Protection of technical knowledge and inventions 
Title I; Patents of invention 
Chapter I; Field of application 
Section 2: Right to title 



(Act No. 94-102 of 5 February 1994, Art. 22, Official Journal of 8 February 1994) 

If the inventor is an employee, the right to title of industrial property, failing a contractual 
stipulation more favourable for the employee, is defined according to the following provisions: 
1. Inventions made by the employee in the performance either of an employment contract 
including inventive work which corresponds to his actual functions, or of studies and research 
explicitly conferred upon him, belong to the employer. The terms under which the employee 
who has produced such an invention benefits from an additional settlement are determined by 
collective agreements, company agreements and individual employment contracts. 
If the employer is not subject to an industry collective agreement, any dispute relating to the 
additional settlement is referred to the conciliation board instituted by Article L. 615-21 or to 
the high court: 

2: All other inventions belong to the employee. However, where an invention is produced by 
an employee either during the performance of his functions or in the field of activity of the 
company or through the knowledge or use of techniques or means specific to the company, or 
of information obtained by it, the employer has the right, in accordance with the terms and the 
time periods set by order of the Council of State, to take ownership or possession of all or part 
of the rights attached to the patent protecting its employee's invention. 

The employee must obtain a fair price for the invention which, if the parties fail to reach an 
agreement, is set by the conciliation board instituted by Article L. 615-21 or by the high court; 
the latter shall take into consideration all evidence submitted to them, in particular by the 
employer and by the employee, in order to calculate a fair price both as a function of the initial 
contributions of each party and of the industrial and commercial usefulness of the invention. 

3. The employee who has produced the invention informs his employer thereof, and the 
employer acknowledges receipt in accordance with the statutory terms and time periods. 

The employee and the employer must communicate to each other any useful information on 
the invention in question. They must refrain from disclosing any information which might 
breach all or some of the rights conferred by this book. 

Any agreement between the employee and his employer regarding an invention by an 
employee must be in writing, otherwise it is null and void. 

4. The terms implementing this article are laid down by order of the Council of State. 

5. The provisions of this article also apply to agents of the State, public bodies and any other 
legal persons under public law, according to the terms laid down by order of the Council of 
State. 



Article L611-7 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Jean-Claude Basset 
Ser.No.: 09/980,389 
5 Filed: May 29, 2000 

For: COMMUNICATION INSTALLATION FOR COLLECTIVE 

DATA RECEPTION 

DECLARATION 
10 Hon. Assistant Commissioner for Patents 
Washington, D.C. 2023 1 

Sir: 

I, Brigitte Ruellan, declare the following. 

15 I am a licensed French Patent Attorney and European patent attorney. I have 

been practicing patent law for 28 years, and have expert knowledge of French and 
European patent laws. I am currently employed by Thomson, S.A., as a managing 
patent attorney, managing the activities of 4 patent attorneys in the Paris Office. My 
duties include managing these attorneys in the prosecution of patent applications 

20 worldwide including, in the French Patent Office INPI, Institut National de la 

Propriete Industrielle and the European Patent Office, and in providing licensing 
support for a worldwide licensing organization. I also manage my own docket of 
patent applications and provide licensing support in the areas of LCD and other 
displays. Prior to my employment with Thomson, S.A., I was employed by a French 

25 private law firm as a Patent Engineer. 

I have reviewed the present application and documents relating to the present 
application, including the Petition under 37 CFR 1.47 filed in the USPTO on July 17, 
2002, the present Renewed Petition, and the Exhibits included with the Petitions. 
Based on the above, I conclude that under French Law, specifically Article L61 1-7, 

30 and the applicable cases, and in view of his employment as an engineer with D.A.T., 
which resulted in the filing of the priority document, D.A.T. properly acquired rights 
to the priority document from Mr. Basset. 

<2> 




Brigitte Ruellan, 

35 European Patent Attorney 

Manager, Patent Operations 
Thomson, S.A. 
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